TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No. 14

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JEFFREY H HELMS and EDMUND J. BLAI' S

Appeal No. 96-1947
Application No. 08/161, 618

ON BRI EF

Before WLLIAMF. SMTH, JOHAN D. SM TH and WALTZ,
Adm ni strative Patent Judges.

WALTZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 fromthe
examner’s final rejection of clains 1 through 6 and 8. Caim
7 is the only other claimin this application and stands

w thdrawn from further consideration by the exam ner (Answer,

page 1).

! Application for patent filed Decenber 6, 1993.
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According to appellants, the invention is directed to an
el ectrically insulating and ionically conducting solid,
t her nopl asti c conposition conprising a specific terpolyner, a
pol yet her contai ning plasticizer, and an alkali netal salt
(Brief, page 2). Cdaim1l is illustrative of the subject
matter on appeal and is reproduced bel ow

1. An electrically insulating and ionically conducting
solid, thernoplastic conposition conprising:

(A) a terpolymer conprising (a) vinyl butyryl, (b) vinyl
al cohol, and (c) vinyl acetate present in said terpolyner in
wei ght fractions of a:b:c of 0.7-0.9: 0.1-0.3: 0.01-0.05,
respectively, said terpolymer (i) having a nunber average
nol ecul ar wei ght between about 20,000 and 300,000 and (ii) a
Tg between about 40° and 80°C,

(B) polyether containing plasticizer conpatible with said
terpol ymer present in said conmposition in an anmount up to
about 50% by wei ght based on the anount of said terpolyner
present in said conposition; and

(C alkali metal salt;

wherein said thernoplastic conposition has a Tg bet ween
about -25°C and 40°C.

The exam ner has relied upon the follow ng references as
evi dence of obvi ousness:

Mar ks et al. (Marks) 3, 357,930 Dec. 12, 1967
Samel | s 4,807,977 Feb. 28, 1989

Claims 1 through 6 and 8 stand rejected under 35 U.S. C
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8 103 as unpatentable over Marks in view of Sammel|ls (Answer,

page 3). W reverse this rejection for reasons which foll ow
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OPI NI ON

The electrically insulating and ionically conducting
solid, thernoplastic conposition of appealed claim1l requires
a terpolynmer conprising vinyl butyryl, vinyl alcohol, and
vinyl acetate in certain specified weight fractions with a
mol ecul ar wei ght between about 20,000 and 300,000 and a T,
bet ween about 40E and 80EC.

Appel  ants argue that “Marks discloses, in contrast to

Appel I ants’ conposition, electrically conductive coating

materials.” (Brief, sentence bridging pages 3-4). Appellants
further argue that the polynmer matrix disclosed by Marks is
made by pol yneri zi ng one nononmer while the clainmed conposition
requires a terpolyner nade fromthree different nonomers
(Brief, pages 3-4).

The exam ner states that “. . . the terpolyner is
di scl osed through its conponent parts. Vinyl alcohol, vinyl
acetate and its analog vinyl butyryl are suggested in Marks at
colum 2, lines 36-60." (Answer, paragraph bridgi ng pages 4-5,
and the final rejection, page 2). In the Advisory Action

dated Feb. 21, 1995 (Paper No. 8), the exam ner states that
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“even though terpolyner is not recited explicitly Mrks
recites nononmers which woul d nake the clained terpol yner.”
“When relying on nunerous references or a nodification of
prior art, it is incunbent upon the exam ner to identify sone
suggestion to conbi ne references or nmake the nodification.
[citation omtted].” In re Mayne, 104 F.3d 1339, 1342, 41
UsP2d 1451, 1454 (Fed. Cir. 1997). The exanm ner has failed

to identify any suggestion to nodify Marks in the manner

proposed above. |In fact, the use of polyvinyl butyryl is not
di scl osed or suggested at colum 2, lines 36-60, of Marks but
is disclosed at columm 8, lines 1-4. Al though Marks does

di scl ose the individual use of polyvinyl alcohol, polyvinyl
acetate, polyvinyl butyryl, and a pol yvinyl acetate-al cohol
copol yner (see colum 2, line 52, and colum 8, lines 2-3),
t he exam ner does not identify any disclosure or suggestion in

Mar ks of any terpolynmer, nmuch | ess the specific terpolyner

recited in the appealed clains. As noted by appellants on
page 3 of the Brief, the clainmed terpolyner is made by
copolynmerizing three different nononers (see the
specification, page 4, lines 14-35). A terpolyner is the
reacti on product of three nmononmers and thus would differ from

5
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bl ends or m xtures of the nononers disclosed by Marks,
particularly since the clained terpolyner is required to have
specific weight fractions of each conponent, a specific
mol ecul ar wei ght range, a specific range for T, and form an
electrically insulating conposition while the coating of Marks
nmust be electrically conductive (see colum 1, |ines 57-59).
The exam ner has failed to identify any suggestion in Marks or
evi dence of the know edge generally available to one of
ordinary skill in the art that would support the exam ner’s
proposed nodification of Marks. 1In re Jones, 958 F.2d 347,
351, 21 USPQ2d 1941, 1943 (Fed. Cir. 1992).

Sammel | s does not cure the deficiencies of Marks. It is
not clear why Sammells was conbined with Marks.? However, the
exam ner has not identified any disclosure or suggestion in

Sammel |s that would cure the | ack of disclosure or teaching in

2|1t appears that Samells was applied to show that “the
nmetal halide salts of Sammells woul d be expected to function
equivalently.” (Ofice Action dated Apr. 29, 1994, Paper No.
4, page 4, and the Answer, page 4), although alkali netal
salts are taught by Marks (colum 3, lines 14-57). However,
t he exam ner also states that “each reference discloses the
basi ¢ conponents” (Paper No. 4, page 4) and “each reference
suggests the basic conponents of the terpolyner” (Answer, page
4), presumably referring to each of Marks and Sammel | s.

6
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Mar ks regarding the specific terpolyner recited in the clains
on appeal. The alkali ion conducting polyners disclosed and
taught by Samells (colum 4, |lines 39-68, see the Answer,
page 3) do not include any terpolynmers or even the three
conponents of the terpolyner specified in the appeal ed cl ai ns.

For the foregoing reasons, we determ ne that the exam ner
has not established a prima facie case of obviousness in view
of the applied references. Accordingly, the rejection of
claims 1 through 6 and 8 under 35 U.S.C. § 103 as unpatentabl e
over Marks in view of Sammells is reversed.

The decision of the examiner is reversed.

REVERSED

THOVAS A. WALTZ
Adm ni strative Patent Judge

WLLIAMF. SM TH )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN D. SM TH ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES
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